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Joun B. Stetson Company v. STEPHEN L. StTEtTsonN ComPANy, 


Lrp. and Hurr & WassEerRMAN, INc. 
United States District Court, Southern District of New York 


March 4, 1936 


Unrar ComPetTitTion—Surnames—Ricut to Use. 

While one cannot be denied the legitimate use of his name in his 
business, he cannot use it in a manner which invades the rights of 
others bearing the same name. 

Trape-Mark INFRINGEMENT—‘StTETSON” oN Hats—Seconpary MEANING— 
Nor Inrrincep By “StrepHen L. Stetson” on Sweat BaNnps aND 
LININGs. 

Where plaintiff had used the name “Stetson” as a trade-mark for 
hats so long as to gain for the name a secondary meaning as identifying 
its hats exclusively, the use by defendant Stephen L. Stetson Company, 
Ltd. of the words “Stephen L. Stetson” on linings and sweat bands of 
hats of its manufacture, also on labels and containers of same, held not 
infringement of the word “Stetson.” 

Unrarr Competirion—“StTetson” on Hats—DeEceptive ADVERTISING. 

Where plaintiff had, through use for a period of over fifty years, 
made the name “Stetson” distinctive of hats of its manufacture, through- 
out the United States and in many foreign countries, the use by de- 
fendant Stephen L. Stetson Company, Ltd. of advertising matter, in 
trade papers and on signs displayed by its retailers, connecting its busi- 
ness with that of plaintiff in such a way as to mislead prospective pur- 
chasers as to the origin of the goods held unfair competition and was 
enjoined. 

Unram Competition—Svurrs—Parties. 

In the case at issue, Hutt & Wasserman, Inc., which manufactured 
hats for defendant Stephen L. Stetson Co., Ltd. under a service agree- 
ment held a proper party to the suit. 


Clark §& Allen, of New York City, acting for Saul, Ewing, 
Remick & Saul, of Philadelphia, Pa. (Maurice B. Saul, Allen 
S. Olmsted, 2nd, Earl G. Harrison, and Murray F. Johnson, 
of counsel, all of New York City) for plaintiff. 

Conboy, Hewitt, O’Brien §& Boardman (Martin Conboy, and 
David Asch, of counsel, all of New York City), for defendant, 
Stephen L. Stetson Company, Ltd. 

Gelman & Erde (Louis I. Galman, and Joseph George Erde, of 
counsel, all of New York City), for defendant, Hutt & Was- 


serman, Inc. 
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Woostey, J.: My decision,’ in this cause is in favor of the 
plaintiff, which will have an interlocutory decree against both de- 
fendants carrying costs and giving the relief hereinafter indicated 
in detail. 

I. This cause has two branches; first, a claim of infringement of 
trade-mark by the defendant Stephen L. Stetson Company, Ltd., to 
which it is alleged that Hutt & Wasserman, Inc. contributed, and, 
second, a claim of unfair competition with the plaintiff on the part 
of both said defendants. 

II. The subject matter jurisdiction of this court herein is based, 
in so far as questions of trade-mark are concerned, on the Trade 
Mark Law, Title 15, U. S. Code, Section 97; and, in so far as 
questions of unfair competition are concerned, on the fact that the 
cause is brought by a corporation of the State of Pennsylvania 
against two corporations of the State of New York and involves an 
amount admittedly in excess of the statutory requirement. 

III. The plaintiff is the maker of hats which have long been 
sold under the name “Stetson” hats. It claims as its trade-mark the 
word “Stetson,” registered on May 1, 1906, under Section 5 of the 
Act of February 20, 1905, Title 15 U. S. Code, Section 85, as 
Trade-Mark No. 51,990; it also claims that the word “Stetson” as 
a trade-name has acquired a secondary meaning as designating hats 
made by the plaintiff. 

Defendants rely principally by way of defense on the claim that 
it is fairly using as its corporate title and as a mark in its hats and 
caps and in its advertising, the name of Stephen L. Stetson, its 
president, active executive officer and principal stockholder, who is a 
grandnephew of the founder of the plaintiff's business, and that a 
corporation principally owned and controlled by him has a right to 
use his name as it has been used. 

The plaintiff contends that using the name Stephen L. Stetson, 
which is not a registered trade-mark, infringes the plaintiff’s trade- 


1 Note.—Due to space limitations, the language of the findings of fact in 
this opinion has been somewhat condensed and certain other portions, not 
essential to a proper understanding of the case, entirely omitted, the omis- 
sions being marked by . . . .—Eb. 
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mark “Stetson” which is affixed to the plaintiff's hats and that by 
participation in the manufacture of those hats the defendant Hutt 
& Wasserman, Inc. are contributory infringers of the plaintiff's 
said trade-mark. 

Stephen L. Stetson contends that the words “Stephen L. Stetson” 
are not a simulation of the word “Stetson” used simpliciter and 
should not cause confusion, and that as it is his own name he should 
be entitled to use it. 

The other defendant Hutt & Wasserman, Inc. contends that it 
cannot properly be held guilty of contributory infringement of this 
trade-mark or of unfair competition because, as it claims, all it does 
is to sell certain hat bodies to the defendant Stephen L. Stetson 
Company, Ltd. and lease to it certain facilities for the finishing 
thereof. 

IV. The plaintiff's bill of complaint, filed January 10, 1934, 
asks for the injunctive relief against the defendants customary in a 
cause of this kind, and prays specially for (1) an injunction prevent- 
ing the defendant Stephen L. Stetson Company, Ltd. from using the 


name ‘‘Stetson” in any form on hats and caps, their linings or sweat 


bands, or on boxes containing them, (2) from acts of unfair competi- 


tion by advertising or otherwise in the sale of hats and caps, and 


(3) a reference to ascertain the defendants’ profits and the plain- 
tiff’s damages caused by the defendants’ allegedly wrongful acts. 

V. The facts in this cause, as to which there is not very much 
dispute, are as follows: 

A. 1. The plaintiff John B. Stetson Company, which was in- 
corporated in 1922, succeeded another corporation of the same 
name, formed on May 4, 1891. Both were corportions of Penn- 
sylvania. 

All the business, good-will, trade-marks and other property of 
the first John B. Stetson Company were transferred to the plaintiff 
at or about the time of its organization. 

The corporation formed in 1891 under the name of John B. 
Stetson Company duly succeeded to the business commenced in 


Philadelphia about 1865 by John B. Stetson individually and carried 
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on there from 1869 to 1874 as a partnership with John B. Stetson 
and Charles W. Stetson, one of his brothers, as partners. 

The plaintiff John B. Stetson Company and its said predecessors 
in business have for seventy years been engaged at Philadelphia in 
manufacturing and selling high grade hats and other headgear and 
their products have been and now are distributed in all parts of the 
United States and throughout a large part of the world. The name 
“Stetson” customarily appeared on the hat linings, also upon boxes 
and other containers in which the goods were sold. 

John B. Stetson was the president of the plaintiff's predecessor 
corporation from the time of its organization in 1891 until his death 
in 1906. 

2. On May 1, 1906, the name “Stetson” was duly registered in 
the United States Patent Office under No. 51,990, by the plaintiff’s 
predecessor corporation as a trade-mark for hats and caps. This 
registration was renewed on April 30, 1926, for a further period of 
twenty years. Since the registration of the said trade-mark “‘Stet- 
son” on May 1, 1906, the plaintiff and its predecessor corporation 
have not abandoned it, but are now using it on the hats and caps 
made by them. 

3. The plaintiff and its predecessors have, since the incorpora- 
tion of the first John B. Stetson Company in 1891 spent ap- 
proximately $5,600,000 in advertising. Of this amount about 
$4,400,000 has been spent during the last fifteen years in world- 
wide advertising . . . . of hats manufactured and sold by them as 
“Stetson Hats.” 

4. Due to the excellence of its product and this extensive ad- 
vertising, plaintiff and its predecessor corporations have sold in the 
United States and foreign countries from 1891 to October 31, 1935, 
7,422,522 dozen hats of their manufacture, with an invoice value in 
excess of $340,000,000. Not less than eighty-five percent of these 
hats have borne the name “Stetson.” 


5. For at least fifty years to the hat trade and to the hat pur- 


chasing public in the United States and in many foreign countries, 
the name “Stetson” has identified only the hats manufactured by 
the plaintiff and its predecessors in business and the name has come 
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to have great value because it is associated in the mind of the 
public with products of excellent material and style. 

6. In 1980 the plaintiff began to advertise its products as 
“Style Leaders for Three Generations.” 

7. Stetson as a trade or brand name is one of the best known, 
if not the best known, in the hat trade of the world. 

B. 1. The business of manufacturing and selling hats by a mem- 
ber of the Stetson family was first commenced at Orange, N. J., 
circa 1810, by Stephen Stetson, the great-grandfather of Stephen 
L.. Stetson, president of defendant Stephen L. Stetson Company. 
Ltd. The first Stephen Stetson was succeeded in business by his 
sons Henry and Napoleon. This business had been conducted 
under the name of an individual Stetson or of Stetson & Co. for 
many years before John B. Stetson, who was a younger son of 
Stephen Stetson, commenced business in 1865, under his own name, 
in Philadelphia. After 1865, the manufacture and sale of hats un- 
der various Stetson names was continued in Orange, N. J., where it 
originated. 

2. During the year 1878, continuously, to December 28, 1883, 
the business—founded at Orange, N. J., by Stephen Stetson—was 
still in existence and was then carried on under the names of Stet- 
son, Smith & Co., and later Stetson & Co. During part of that 
time, Napoleon Stetson was active in such business. John B. Stet- 
son also participated therein. Napoleon Stetson was regarded as 
the head of the Orange business. 

3. On December 28, 1883, the No Name Hat Manufacturing 
Company was incorporated under New Jersey law—its name being 
chosen at the instance of John B. Stetson to avoid use of the 


Stetson name elsewhere than in his Philadelphia business—and 


continued thereafter in Orange, N. J., the business previously car- 
ried on as Stetson & Co. John B. Stetson at first was the president 
of the “No Name Hat Manufacturing Company.” On September 
10, 1891, John B. Stetson owned 1,150 shares of the said Company, 
Charles R. Wilmot, his nephew, 250 shares, and William F. Fray 
100 shares. 
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4. Prior to 1878, Henry Stetson, nephew of the first Henry 
Stetson, and father of Stephen L. Stetson, entered the employ of 
Stetson, Smith & Co., or its predecessor, as a young man, and at 
no time had any other trade or occupation than manufacturing and 
selling hats, and continued in the employ of said company of 
Stetson & Co. successively, and, after 1883, with the No Name Hat 
Manufacturing Company, until about 1899, when, with one Frederick 
Grundman, he formed a partnership known as Stetson & Company 
which began to manufacture hats using the name “Stetson.” 

5. John B. Stetson then commenced several suits against dealers 
to whom Stetson & Company had sold hats to restrain the use of 
the name “Stetson.’’ In effecting a compromise of these causes, a 
contract was signed in 1891 between Henry Stetson and the No 
Name Hat Manufacturing Company by which Henry Stetson was 
to receive from the said company for a period of ten years $50.00 
a month as an employee of the company and to receive by assignment 
from John B. Stetson 200 shares of the stock of said company of 
the par value of $50.00 each, amounting to $10,000. 

6. The capitalization of the company was then increased from 
$75,000 to $100,000, and Henry Stetson became a director of the 
company, together with John B. Stetson, Charles R. Wilmot, Wil- 
liam F. Fray and the Frederick Grundman above mentioned. In 
1893, John B. Stetson, who then had control of the No Name Hat 
Manufacturing Company, sold his stock therein and retired as the 
president and a director of the corporation. He was succeeded as 
president by Henry Stetson, Stephen L. Stetson’s father, who 
continued as president until his death in 1907. 

7. From 1891 to 1907, Henry Stetson did not manufacture or 
sell hats bearing the trade-mark “Stetson,” unless on some hats his 
name may have been stamped on the sweat band as president of the 
No Name Hat Manufacturing Company, whose hats were known as 
the “No Name.” 

8. Stephen L. Stetson was born in Orange, N. J., in 1886. He 
is the son of Henry Stetson, nephew of John B. Stetson, and presi- 
dent of defendant Stephen L. Stetson Company, Ltd., the grand- 
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son of Napoleon Stetson, brother of John B. Stetson and the great- 
grandson of the first Stephen Stetson, father of John B. Stetson, all 
of whom were in the hat business, and none of whom was con- 
nected with the plaintiff's business or its predecessors. 

9. The first Stephen Stetson went out of business before John B. 
Stetson started his hat business at Philadelphia in 1865; Napoleon 
Stetson ceased using the name “Stetson” in his business in 1883; 
Henry Stetson ceased using the name “Stetson” in his business in 
1891; and Stephen L. Stetson never used the name “Stetson” in 
business until 1931. 

10. The “Tradition” sign—hereinafter mentioned as part of the 
defendant’s advertising—of Stephen L. Stetson and his direct 
ancestors in the hat business had for forty years before 1931 been 
connected only with the brand “No Name.” 

11. Stephen L. Stetson is not and never has been employed by 
the plaintiff or by any of its predecessors. Prior to 1931 he had 
never been engaged in any business bearing his own name or in any 
business which bore the name “Stetson,” or which manufactured or 
sold hats bearing the name “Stetson.” 

12. In 1903 he was employed by the No Name Hat Manufac- 
turing Company, of Orange, N. J., of which his father was then 
president and a stockholder. He was continuously employed by the 
said company in various minor positions from 1903 to 1926, at 
which time that corporation ceased to do business and was liquidated, 
paying its stockholders $450 for each $100 invested in it. At the 
time of the liquidation he was receiving a salary of $50 per week. 

13. From 1926 to 1931, he was a vice-president of the No Name 


Hat Company, a Connecticut corporation, formed after the liquida- 


tion of the New Jersey corporation, and during that period did some 
work for it as a traveling salesman. 

14. From the spring of 1931 to May 1, 1933, Stephen L. Stetson, 
individually, carried on the business of selling hats labelled in the 
lining and the sweat band thereof with the name “Stephen L. Stet- 
son. The hat boxes in which the hats were packed and sold were 
labelled “Stephen L. Stetson”; and the hats so sold by Stephen L. 
Stetson were advertised as “Stephen L. Stetson” hats. 
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15. The defendant Stephen L. Stetson Company, Ltd. was in- 
corporated in 1933 with an authorized capital of $25,000, with 
Stephen L. Stetson as president and treasurer and John J. Booth, 
vice-president and secretary, and succeeded to the business which 
the former had been conducting individually since the spring of 
1931. 

16. John J. Booth entered the employ of Stetson, Smith & 
Company in 1878. He has had no occupation other than the manu- 
facture and sale of hats. He was afterwards associated with 
Stephen L. Stetson’s father, Henry Stetson, as an employee in the 
No Name Hat Manufacturing Company, of New Jersey, and when 
Henry Stetson died Booth became production manager thereof. 
Thereafter he was a co-employee of that company with Stephen L. 
Stetson. 

17. Booth continued with the No Name Hat Manufacturing 
Company, throughout its existence. When it was liquidated in 1926, 
he purchased for $1,500 its good-will, trade-names and _ trade- 
marks, especially the trade-marks “No Name,’ “Vanity” and 
“Olympic,” together with various dies, blocks, etc., then owned by 
the company ; and in the contract with Booth, whereby this transfer 
was accomplished, it was also agreed inter alia that Booth could 
create and organize a corporation under the laws of the State of 
Connecticut with the name “The No Name Hat Company” and 
could use the words “No Name’”’ in any style or title except that of 
the New Jersey corporation, namely, “No Name Hat Manufacturing 
Company.” 

18. After the No Name Hat Company was organized by Booth 
under the laws of Connecticut, Booth became president thereof and 
Stephen L. Stetson became vice-president, and during the period 
from 1926 to 1931, when he went into business for himself, the 
latter occasionally did some work for the No Name Hat Company 
as a traveling salesman and he still remains vice-president. 

The principal offices of the No Name Hat Company, of Con- 
necticut, are now located in New York in the office of Hutt & Was- 
serman, Inc., whither it went in the fall of 1930 or the spring of 
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1931. The “No Name Hats” are manufactured by Hutt & Was- 
serman, Inc., and the No Name Hat Company is the selling agent. 
[ts offices with Hutt & Wasserman, Inc., are separate from the 
offices of Stephen L. Stetson Company, Ltd. 

19. The defendant Stephen L. Stetson Company, Ltd., may 


fairly be described as a skeleton organization. Its only employees 


are Stephen L. Stetson, Mr. Booth, referred to above, and Stephen 


L.. Stetson’s son, Stephen Henry Stetson. It has no other regular 
employees. 

20. The office of Stephen L. Stetson Company, Ltd., is at 584 
Broadway, in the same loft with the defendant Hutt & Wasserman, 
Inc. Its showroom occupies a floor space of about 20 x 30 feet, and 
Stephen L. Stetson has a private office of about 15 x 20 feet wherein 
he and Mr. Booth have a double desk together. 

The defendant Stephen L. Stetson Company, Ltd., does not 
manufacture its hat bodies. It buys about seventy percent of them 
from Hutt & Wasserman, Inc., and the remainder from other manu- 
facturers. It also buys from Hutt & Wasserman, Inc., its hat bands 
for the outside of the hats and its leather sweat bands and linings. 
The labels on the inside of the linings and on the sweat bands are 
stamped on them by Beatty & Page, Inc., from whom it buys the 
dies for the stamp and the expense of the stamping is billed direct 
to Stephen L. Stetson Company, Ltd. 

21. The relationship between the two defendants is covered by 
a written agreement, dated June 1, 1933: 

22. The ten percent of the invoice price charged under contract 
covers compensation to Hutt & Wasserman, Inc., for office and show- 


Note.—Under the agreement, Stephen L. Stetson Co., Ltd., engaged the 
facilities of Hutt & Wasserman, Inc. for the manufacture of not more than 
fifty dozen hats per day, together with space or offices and stock room, for 
which the Stetson Company paid ten percent of the invoice price of all 
hats so manufactured, said price to entitle said company to the use of all 
the factory help of Hutt & Wasserman, Inc. 

It was also provided that, as long as the production capacity of Hutt 
& Wasserman did not exceed the quantity specified, the Stetson Company 
would not engage other facilities for the manufacture; also that the agree- 
ment was to continue in force for a period of five years, and could be 
terminated by either party on twelve months’ notice in writing.—Eb. 
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room facilities, and miscellaneous factory and office help, including 
stenographers, employed by it in the manufacture of the hats of 
Stephen L. Stetson Company, Ltd. 

23. Hutt & Wasserman, Inc., however, has no proprietary inter- 
est in Stephen L. Stetson Company, Ltd., or, except as here in- 
dicated, in its profits or losses. 

24. The salesman of Hutt & Wasserman, Inc., employed by them 
to sell their hats to retailers are also used by Stephen L. Stetson 
Company, Ltd., who pays them direct on a commission basis. At 
all times since the organization of the defendant Stephen L. Stetson 
Company, Ltd., on May 1, 1933, said defendant has carried on the 
business of selling hats labelled in the linings and the sweat bands 
thereof “Stephen L. Stetson’; the hat boxes in which the hats have 
been packed and sold were labelled “Stephen L. Stetson”; and the 
hats so sold are advertised as “Stephen L. Stetson Hats” and “Hats 
by Stephen L. Stetson.” 

25. The experiences and contacts of Stephen L. Stetson, the 
president of said defendant, were not such as to invest his own name 
with value in the hat trade as a name for identification of hats, 
because it had never been in any way connected with the manufacture 
or distribution of hats until 1931. 

26. The only commercial value in the hat trade of the name 
Stephen L. Stetson in a hat arises from the fact that his last name 
is Stetson and from the consequent likelihood that its use would 
lend some purchasers to confuse the product, with which it was 
ostensibly identified, with the plaintiff's product, known for years 
under the name “Stetson” hats. 

27. The customers of the defendant Stephen L. Stetson Com- 
pany, Ltd., of which there are now about 800, are retail shops, which 
sell direct to buyers. 

C. 1. When the Stephen L. Stetson Company, Ltd., first went 
into business, it did not endeavor to differentiate itself from the 
plaintiff in the public mind by a clear and definite announcement 
that it was a new, different and independent concern, as any com- 
pany desiring honestly to build up its own good-will would have 
done. Instead, it decided to follow a course of advertising which 
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can fairly be described as equivocal, and in which, though some 
statements were technically true, the whole story was not told to 
the hat retailers or to the public, and which, as a result, tended to 
inspire false representations by the retailers and their clerks, or at 
least gave countenance thereto. 

2. The said advertising took two forms directly traceable to the 
defendant Stephen L. Stetson Company, Ltd.: 


a. Advertisements introduced by it into the hat trade papers read by 
the hat retailers who are customers of the hat manufacturers such as said 
defendant. 


b. Signs sent by it to retailers, who had become its customers, to be 
displayed by them in their shops. 

8. As a result of this equivocal advertising, I find that it was 
not made clear that the status of the Stephen L. Stetson Company, 
Ltd., was that of a new comer in the hat trade entirely distinct from 
the plaintiff, and that, consequently, on several occasions the 
products of the said defendant, marketed under the name “Stephen 
L. Stetson,” have been confused with the plaintiff's product mar- 
keted under the name “Stetson,” by the purchasing public—and, on 
at least one occasion, by a retailer. 

t. The confusion on the part of the public between the plaintiff's 
product and that of the defendants has been caused principally by 


the following factors, in respect of which I comment en passant: 


a. By the presence of the name “Stetson” prefixed only by the 


Christian name and initial “Stephen L.”’ on the hats themselves, when 


plaintiff's hats have long been known as “‘Stetson”’ hats. 

b. By the fact that about April, 1933, the defendant Stephen L. 
Stetson Company, Ltd., caused to be inserted in trade papers an 
advertisement reading as follows: 


STEPHEN L. STETSON HATS 

In presenting hats of incomparable values to retail at $3.50 and $5.00. 
Stephen L. Stetson calls particular attention to the fact that he has no 
connection with any other concern of similar name. While he is proud of 
three generations of hat manufacturers that precede him, namely, his 
father, Henry Stetson—his grandfather, Napoleon—and the first hatter in 
the Stetson family, his great-grandfather, Stephen Stetson (established 
1810), the present Stephen L. Stetson requests that his product be con- 
sidered wholly upon its own merits and respectfully insists that these hats 


be advertised and sold as Stephen L. Stetson hats. Misrepresentation will 
not be tolerated. 
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References for historical facts in this advertisement: Pierson’s History 
of the Oranges, Vol. 2, p. 226; Whittimore’s History of the Oranges, p. 263. 


STEPHEN L. STETSON 
580 Broadway ... . New York 








This advertisement is misleading because it implies that the busi- 
ness conducted by the defendant Stephen L. Stetson Company, Ltd., 
is the same business as that conducted by Henry Stetson, Napoleon 
Stetson and Stephen Stetson, which it is not, and because by stress- 
ing the alleged tradition of Stephen L. Stetson in the hat business it 
was, like the “Tradition” sign to be mentioned, calculated to mislead 
prospective purchasers into believing that these hats were the 
product of a very old business conducted by the plaintiff, and be- 
cause it was further calculated to call the attention of dealers, re- 
tailers and others in the hat trade to the possibility of passing 
Stephen L. Stetson hats off as the product of the plaintiff and of 
taking advantage of the purchasing public’s possible failure to dis- 
criminate between the defendant’s product and the plaintiff's 
product which said public had for years known as “Stetson’’ hats. 

c. By pasting within the sweat band of defendant’s hat, on the 
left side, projecting above the hat band, between an inch and a half 
and two inches, the following paper label: 
CERTIFIED 

We certify that this hat is made of high grade, genuine fur felt, by 
skilled union labor in accordance with our long tradition in the art of 


hatting—dating back for three generations. This hat will give good wear 
and retain its style lines against normal usage. 


STEPHEN L. Stetson, President. 
With regard to this label, it is to be observed: 
1. That in 19380 the plaintiff had, as above noted, adopted as 


one of its so-called “advertising slogans,” 


the phrase: “Style 
Leaders for Three Generations.” 


2. That this label is signed “Stephen L. Stetson, Pres.” without 


stating the name of the company of which Stephen L. Stetson is the 
president, and 


8. That this label is almost exactly the same size and is printed 
in type of almost the same size, and on first sight gives the same 
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impression to the eye, as does a paper label which is pasted by the 
plaintiff within the sweat band of many of its hats, on the right 
side, which projects about an inch and a half above the sweat band 
and of which the purpose is to notify the public that the “Stetson 
Re-Enforced Edge” is patented under U. S. Patent No. 1,848,832. 

d. By furnishing, commencing November, 1933, to retail dealers, 
who gave an order for hats, a sign to display in their windows and 
within their shops, which was admittedly drawn up in collaboration 


with counsel, and which reads as follows: 


TRADITION 
STEPHEN L. STETSON in appointing this establishment as an ac- 


credited agency, respectfully calls the public’s attention to his long tradi- 
tion in the art of hatting. 


He is proud of the three generations of hat manufacturers that preceded 
him, namely, his father, Henry Stetson... . his grandfather Napoleon 
Stetson .... and the first hatter in the Stetson family, his great grand- 
father Stephen Stetson, who established a manufactory at Orange, N. J. 
in the year 1810 A.D. 


Particular attention is called to the fact that these hats are independently 
made and sold on their own merits. 

This “Tradition” sign tends to confuse rather than keep separate 
in the mind of the buying public the fact that the hat sold under 
the name “Stephen L. Stetson” is of a different make from that sold 
by the plaintiff, which is commonly referred to as a “Stetson” 
simpliciter, especially in view of the plaintiff's advertising slogan 
for its products, begun in 1930, “Style Leaders for Three Genera- 
tions.” 


c. Whilst acts of misrepresentation by dealers are not wholly 


controllable by a manufacturer, it is important to consider them in 


any cause involving a claim of unfair competition— 


First, because it is partly due to such misrepresentation that the goods 
of the defendants are passed off as plaintiff's goods; for it is at this point 
in any merchandising that the purchasing public enters the scene, and 

Second—perhaps more important—because, if wide-spread, they are 
symptomatic of the structural elements which the defendant has infused into 
the situation, and the opportunity which such elements afford and the 
countenance which they give to such misrepresentations. 


There were several instances of misrepresentation by dealers 


testified to at the trial, and there have been put in evidence a num- 
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ber of depositions and stipulations as to the testimony of witnesses 
on such mispresentations. 


They show instances of almost nationwide misrepresentation by 
dealer customers of the defendant Stephen L. Stetson Company, 
Ltd., many of which stem back to its advertising, and some of 
which were successfully maintained on the part of the dealers by 
reference to the “Tradition” sign which was always at hand in their 
shops to confirm their statements. 


Briefly summarized, the various forms of such misrepresenta- 
tions may be thus described: 


Some shops used the name “Stetson” without using the words 
“Stephen L.” 

Some shops, without authority, subordinated the words “Stephen L.” in 
their advertisements to the word “Stetson” by printing “Stephen L.” in 
smaller type. 

All shops had the “Tradition” sign and almost all exhibited it. 

Some retailers quoted or paraphrased the “Tradition” sign in their 
advertisements. 

Some retailers say that “the name ‘Stetson’ speaks for itself and is 
based on three generations of hat ‘stylists and manufacturers.’ ” 
ously is based on the “Tradition” sign. 

In a few shops the words “Stephen L.” have been so placed as to be 
covered by gloves or shadows allowing the “Stetson” only to show clearly. 

In one shop the dealer told a customer who bought a Stephen L. Stetson 
that he was getting a “Stetson” hat. 

In some shops the representation was made that a Stephen L. Stetson 
hat was one kind of a “Genuine Stetson Hat.” 

Some dealers stated that both hats were made in the same factory. 

Some dealers said that Stephen L. Stetson and John B. Stetson were 
brothers and were still working in partnership, and 

Some dealers said that Stephen L. Stetson was a brother who had 
broken away from the original firm. 

In several shops the dealers gave customers defendant’s hats when they 
asked for “Stetson” hats. 

There were three instances of palming off in which customers, familiar 


with plaintiff's hats, were persuaded that the defendant’s hats were of 
plaintiff's make. 


This obvi- 


5. The defendant Stephen L. Stetson Company, Ltd., has made 
some effort to avoid such confusion by instructing salesmen and re- 
tailers to refer to and advertise the product always as Stephen L. 
Stetson hats only, never as “Stetson” hats, but there is not any 
proof that its salesmen and retailers have had any general instruc- 


tions—written or oral—to explain that there are now two Stetsons 
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in the hat trade or that, before effecting sales of Stephen L. Stetson 
hats, they should ascertain whether the purchaser has in mind the 
plaintiff's product and understands that it is not the same as that of 
the defendant. 

6. And I think it can fairly be said that the defendant Stephen 
L. Stetson Company, Ltd., instead of being careful to differentiate 
itself from the plaintiff and independently build up its own good- 
will, was careful not to do so. This is perhaps well illustrated by 
the incident of Bob’s Mens Store: 


Bob’s Mens Store, a retailer in Chicago, represented the defendant’s 
hats as “Stetson Hats.” The plaintiff brought suit to enjoin it from doing 
so. The defendant aided the said Bob’s Mens Store in this suit by agreeing 
to send him evidence and by agreeing to pay the costs of the litigation in 
case the defendant was successful. Such action on the part of the defendant 
certainly went beyond the honest use of his own name in business in that 
it aided and abetted a retailer who had misrepresented the defendant’s hats 
from being enjoined from such misrepresentation. 

This incident was, of course, brought pointedly to the attention 
of the defendant Stephen L. Stetson Company, Ltd., by the plain- 
tiff, and it is true that when Bob’s Mens Store lost its case in the 
Illinois courts, the said defendant refused to sell further to it, or 
to any one who sold directly to it. This attitude was, of course, tg 
the defendant’s credit, though one cannot tell whether or not it was 
assumed because of the publicity which had been accorded to the 
misrepresentation in question or because of a real desire on the said 


defendant’s part to prevent any unfair competition. 


7. Later events, however, seem to cast a somewhat unflattering 
light on this incident. For, on or about February, 1934, after this suit 
was begun, the defendant, Stephen L. Stetson Company, Ltd., 
caused to be inserted in a trade paper an advertisement which con- 
sists of a photographic reproduction of an article in a garment trade 
daily paper purporting to describe the answer filed by said defendant 
in this suit without quoting it. 


This article was inaccurate and was known, or should have been 
known, to the defendant Stephen L. Stetson Company, Ltd., to be 
inaccurate, and it was improper to publish an inaccurate article 
about the pleadings herein whilst this suit was pending. As above 


noted, certain statements made by retailers to purchasers of hats 
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referring to a lawsuit and an alleged right in the defendant to use 
the name of “Stetson’’ appear to be based upon this advertisement 
or upon similar statements emanating from the defendant. The 
defendant failed to co-operate with the plaintiff in correcting the 
mistake aforesaid, for when the garment trade paper referred to 
corrected its error, and the plaintiff called upon the defendant to 
publish a retraction of its advertisement, the defendant, after delay- 
ing answer to such request for some months, ultimately refused to 
print such a retraction. 

8. In 1934, the defendant Stephen L. Stetson Company, Ltd., 
employed one Paul Nye, of Lincoln, Neb., who had been a salesmen 
for the plaintiff's midwestern territory from 1915 to 1925, as its 
own salesman in the said territory. The said Nye sold hats to 
purchasers who had had accounts with the plaintiff company, and 
to others, in some cases by means of a telephone conversation, with- 
out an exhibition of samples and upon the representation, among 
others, that the hat would carry the label “Stephen L. Stetson.” 
One retailer, The Graff Clothing Company, of Seward, Neb., which 
had thus bought the hats without seeing them, after receiving the 
hats and the advertising matter with which the defendant inevitably 
followed up a new account, advertised them in a local paper re- 
producing the defendant’s “Tradition’’ advertisement, with the ad- 
dition of the caption “Jt’s a Stetson.” 

9. Summarizing the situation: 

The defendant, Stephen L. Stetson Company, Ltd., has failed 
in its published advertisements to use reasonable and practicable 
means to prevent the confusion between its goods and those of the 
plaintiff. 

It has omitted to give general written instructions to its trade or 
warn them not to sell the hats as “Stetson’’ hats. 

It has failed to give even oral instructions that its dealers would 
make sure that their customers understood that there were two hats 
on the market bearing the name “Stetson” and that the plaintiff's 
hat was the old “Stetson Hat” and that the defendant’s hat was a 
newcomer in the field. 
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The said defendant has condoned the dissemination of informa- 
tion which induced retailers to believe that they had the right to 
represent the defendant’s hats as made by a person or company, 
once a part of, but no longer connected with the plaintiff or its pred- 
ecessors, but because of such past connection with the plaintiff or 
its predecessors possessed of the knowledge or skill in hat making 
associated in the public mind with the name “Stetson.” 

10. The defendant Hutt & Wasserman, Inc., has knowingly 
taken part in and promoted the acts of the defendant Stephen L. 
Stetson Company, Ltd., as above found by finishing the hats sold 
by the defendant Stephen L. Stetson Company, Ltd., pursuant to 
the contract above set forth in extenso, with labels, linings and sweat 
bands which are subject to the criticism noted above, and by know- 
ingly furnishing the use of its office force to the business purposes of 
the defendant Stephen L. Stetson Company, Ltd., under said con- 
tract. 

D. That in June, 1931 almost immediately after the appearance 
of defendant’s hats on the market the plaintiff notified both de- 
fendants to discontinue the use of the name “Stetson” in any form 
in the hats which were being manufactured and marketed by them, 
but that each defendant declined to comply with that notice. 


VI. My conclusions of law on the foregoing facts and my com- 
ment thereon is as follows: 


1. The registration by the plaintiff of the surname “Stetson” as 
a trade-mark did not exclude other persons named Stetson from 
going into the hat business under their own name, provided they did 
not use such names in a misleading manner on their goods. Cf. 
Thaddeus Davids Co. v. Davids, 233 U. S. 461, 470, 471 [4 T.-M. 
Rep. 175]. 

I do not think that the words “Stephen L. Stetson” as used in the 
linings, sweat bands, labels of hats and on the hat boxes sold by the 
defendant Stephen L. Stetson Company, Ltd., is an infringement of 
the plaintiff's trade-mark “Stetson.” First, because I do not think 
these words sound to the ears so nearly like the word “Stetson” as 


to constitute an infringement on the basis of idem sonans; and 
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Second, because the arrangement of the same “Stephen L. Stet- 
son”’ in the interior of the defendant’s hats (whether on lining, label 
or sweat band) is not similar to the arrangement by the plaintiff of 
its trade-mark “Stetson” on its hats. I, therefore, find that there is 
no technical infringement by the defendants of the trade-mark 
“Stetson”’ in this cause. 

The procedure of the defendant Stephen L. Stetson Company, 
Ltd., has been far more subtle. It has sought by use of Stephen 
L. Stetson’s name in connection with guileful advertising to accom- 
plish what it knew would be stopped if attempted by direct means. 

2. In the well-tilled and tempting commercial field which the 
plaintiff had cultivated, the defendant Stephen L. Stetson Company, 
Ltd., claims in effect that (although it is a new-comer in the hat 
trade), because its president’s true name is Stephen L. Stetson, it 
may as a matter of law reap where it has not sown, provided it does 
not affirmatively attempt to pass off its goods as the plaintiff's goods. 

That is not, as I understand it, the principle applied in cases of 
unfair competition which involve conflict between identic patro- 
nymics when the first in the hat trade has acquired a secondary 
meaning. 

In Coty, Inc. v. Parfums de Grande Luze, Inc., et al., 298 Fed. 
865 (C. C. A. 2) [14 T.-M. Rep. 185], the Circuit Court of Appeals 
for this circuit laid down the rules which control new-comers in such 
cases. The court said at page 875: 


While one cannot be denied the legitimate use of his name in carrying 


on his business, he cannot do so in a manner which invades the rights of 
others. And the courts have held that: 


(1) He may not affirmatively do anything to cause the public to believe 
that his article is made by the first manufacturer. 


(2) He must exercise reasonable care to prevent the public from so 
believing. 


(3) He must exercise reasonable care to prevent the public from believ- 
ing that he is the successor in business of the first manufacturer. 

I hold that the defendant Stephen L. Stetson Company, Ltd., 
has not conformed to the last two of these rules. 

Notice should be taken in this connection also of the remarks 
made in John Brinsmead & Sons, Ltd. v. R. G. S. Brinsmead, 30 
R. P. C. (Reports of Patent Cases) 493 (1913), by Lord Justice 
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Buckley, of the English Court of Appeal, who was one of the 
greatest chancery judges of the past generation and who afterwards 
went to the House of Lords as Lord Wrenbury and died only a few 
months since. He was dealing with the question which we have 
here as to the duty devolving on a new-comer who goes into a trade 
in which his own patronymic has already achieved a secondary 
meaning as indicating the product of another, and he said at page 
508: 


I will read an early passage from the judgment of Lord Justice Collins 
in the Valentine’s Meat Juice case. I agree he goes on later in his judg- 
ment to add elements which I may exclude, but the earlier passage in his 
judgment is this:—‘His main defense”—that is, the defendant’s main de- 
fense—‘was, that so long as he used his own name, which was the real 
source of the deception, his deception, his position could not be impugned. 
Now from that I absolutely dissent, for you introduce into it that which has 
been found as a fact in this case, and which was proved perhaps more 
clearly by Mr. Upjohn’s own witnesses than by anybody else, namely, that 
the name which does form the basis of the deception has acquired a 
secondary significance and means only, in the markets where this product 
is sold, the juice or extract manufactured by the plaintiffs. It is immaterial 
whether the deception arises from the use of a name which is, as it happens, 
the name of the defendant, or whether it arises from the use of any other 
description, which in a sense may be accurate, of that which he sells, for 
if the article which he sells has come to be known in the market as meaning 
something made by somebody other than himself, it is impossible for him 
to sell it simpliciter by that name, although it be his own, without misleading 
purchasers. . . . The defendant then may not even use his own name 
without taking care to say: “Mark you, I am not the plaintiff.” That, I 
think, is the law which we have to apply. 


It is true that he voted to affirm the decision of the court below 
in favor of the defendant, but the affirmance was solely on the ground 


that the plaintiff's case had failed for want of proof. 


Lord Justice Buckley’s statement, it seems to me, is peculiarly 


applicable in the present case. It sounds in common sense, and 
lays down a proposition which, so far as I have been able to find, is 
not contravened in any way by the many authorities which have 
been called to my attention by the diligence of counsel herein and 
all of which I have carefully read. 

3. Stephen L. Stetson’s life may be thus briefly summarized: 
After being a clerk in the No Name Hat Manufacturing Company, 


of New Jersey, for upwards of a quarter of a century, and then hav- 
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ing been somewhat casually connected for five years, during an 
ad interim period of semi-retirement, with the No Name Hat Com- 
pany, of Connecticut, and without—so far as is shown—himself 
having a scintilla of good-will in the hat business, he decided in 1931 


to throw off his anonymity and go into the hat business under his 
Stetson name. 





































It was then incumbent on him, I hold, to have made it clear 
beyond any doubt that he was going into the hat business as an 
independent hat manufacturer who was a new-comer, and was going 
to build up his own good-will and was not by the use of his patro- 
nymic to start a process of erosion on the good-will which the plain- 
tiff and his predecessors in the Stetson hat business in Philadelphia 
had built over a long period of years. 

I think it is clear beyond peradventure that the reason why 
Stephen L. Stetson decided to use his own name in the hat business— 
or took the suggestion of some one else that he do so, whichever 
may be the fact—was because the name Stetson had become about 
the best known hat name in the world, due to the excellence of the 
goods produced by the plaintiff and its predecessors and the money 
they had spent in advertising. 

If Stephen L. Stetson himself had wished to build up his own 
good-will and depend on that only for success, or if he had been well 
advised, he would have made it clear from the beginning—as he will 
have to do from now on—that he was a new-comer in the hat business 
under his own name and that neither he nor his company had been 
or were in any way connected with the plaintiff. 

Instead of doing this, by most artfully devised advertisements, 
worked out in collaboration with a lawyer, he succeeded in maintain- 
ing in the trade a state of what was to hith a very advantageous un- 
certainty as to his relation to the plaintiff and in giving thereby a 
background for the dealer misrepresentations above mentioned. 

I think that the fact that he worked out such advertising as we 
have seen, with his lawyer, indicated that he was plotting a course 
too far from the boundaries of candor. The authorities show that 
this strategy was wrong, and the event shows that it was futile. For 


so soon as the “Tradition” sign was produced at the trial and I 
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read it, I at once realized that it was not a candid advertisement and 
that it would tend to confuse, instead of clarify, the situation, and 
that the act of the defendant Stephen L. Stetson Company, Ltd., 
in using that sign was not in accordance with fair dealing in such 
circumstances as we have here. 

4. As to the question of the relation between the two defendants, 
it seems to me an apt juridical analogue of the contract between them 


is the well known so-called government form of time charter 
party. . 


So, here, what Hutt & Wasserman, Inc., really agree to do under 
the contract between it and the Stephen L. Stetson Company, Ltd., 
is—using its own servants—to furnish to the Stephen L. Stetson 


Company, Ltd., a manufacturing service for the latter’s hats, being 


paid for such service in part by reimbursement of piece work and 
in part on the basis of commissions on gross sales. 

5. I think, therefore, that the plaintiff has made out a clear 
case of unfair competition on the part of the Stephen L. Stetson 


Company, Ltd., and that Hutt & Wasserman, Inc., participated 
therein. 


6. Accordingly, I hold: 


a. That the plaintiff John B. Stetson Company now is the sole and 
exclusive owner of the trade-mark “Stetson.” 

b. That that trade-mark has not been infringed by the defendant. 

ce. That through the use of the name “Stetson” by the plaintiff and its 
predecessors, said name has acquired a secondary meaning to the pur- 
chasing public as designating hats manufactured by the plaintiff and its 
predecessors long before the defendant Stephen L. Stetson Company, Ltd. 
began to use the name “Stephen L. Stetson” on its hats. 

d. That the conduct of the defendant Stephen L. Stetson Company, Ltd., 
in using, without clearly differentiating itself from the plaintiff, the name 
“Stephen L. Stetson” on its products in connection with its distribution 
constitutes as against the plaintiff unfair competition in trade and has 
caused injury to the plaintiff. 

e. That the contract of June 1, 1933, between the defendant Stephen L. 
Stetson Company, Ltd. and the defendant Hutt & Wasserman, Ince. is a 
service contract only and not a lease. 

f. That the defendant Hutt & Wasserman, Inc. has participated in the 
unfair competition aforesaid and consequent injury to the plaintiff by at- 
taching, in pursuance of said service contract, to the hats marketed by the 
defendant Stephen L. Stetson Company, Ltd. linings, sweat bands, labels 
and tickets designating the hats as “Stephen L. Stetson” hats, and by affix- 


ing to the sweat bands of the hats the “Certified” sign above referred to 
in the findings of fact. 
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g. That although the true name of the president of the defendant Stephen 
L. Stetson Company, Ltd., is Stephen L. Stetson, neither he nor the said 
defendant had any right to use the name “Stetson,’—whether or not 
prefixed by his Christian name and initials—upon the linings, sweat bands, 
labels, or otherwise, on its hats or upon hat boxes containing its hats, 
unless at the same time and in the same place they showed that they were 
not connected in any way with the plaintiff and thus clearly created a dif- 
ferentiation between the plaintiff's product and the product of the said 
defendant Stephen L. Stetson Company, Ltd. 

h. That the plaintiff was not guilty of laches precluding it from main- 
taining this suit. 

i. That the plaintiff is entitled to an injunction against the defendants 
and each of them, in the form hereinafter outlined restraining the con- 
tinuance of the said unfair competition and to an adjudication of its 
damages resulting therefrom and for the recovery of any profits which the 
defendants may have made by reason thereof. 

j. That, consequently, the plaintiff may now have in interlocutory decree. 


VII. The interlocutory decree to be granted herein must con- 
tain an order providing that this opinion be deemed to be the find- 


ings of fact and conclusions of law of this court in this cause, and 
must require inter alia; 


a. That the defendants and each of them, and their officers, agents and 
servants, shall be perpetually enjoined from any unfair competition with the 
plaintiff by the advertising hereinbefore condemned, or otherwise. 

b. That the defendant Stephen L. Stetson Company, Ltd., its officers, 
agents and servants shall be perpetually enjoined from using in connection 
with the advertising of its products in any form whatever the word “Stetson” 
unless accompanied by the safeguarding qualifications herein provided for. 

c. That neither of the defendants shall use the word “Stetson” alone or 
as part of the defendant’s name on any of their products—whether on hat 
or cap linings, labels, sweat bands, or on the boxes in which the hats or 
caps are packed, or otherwise—in any way except as follows: 


Stephen L. Stetson Company, Ltd. 
Incorporated 1933 
Successor to a Business founded 
In New York City by 
Stephen L. Stetson 


—in 1931— 
NEVER CONNECTED IN ANY WAY 
with 


John B. Stetson Company, 
Incorporated 1922 
The Present Owner in Direct Line 
Of the Business Founded 
In Philadelphia by 
John B. Stetson 
—in 1865— 
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d. That the line in the foregoing notice containing the words “Not 
connected in any way” shall be printed in letters four times as large as the 
letters used in printing the matter above and below it; and that the matter 
below that line shall be clearly printed in type of the same size and design, 
shall be arranged in similar fashion and shall be of the same legibility and 
color as the matter shown above it. 

e. That the defendants shall not use any advertising which does not 
contain the same statement as is hereby required to be used by it on its 
products and their containers. 

f. That there be a reference to a special master to determine any profits 
made by the defendants and assess any damages which may have been 
suffered by the plaintiff by reason of the defendants’ acts of unfair com- 
petition which I have found as above indicated. 


VIII. The final decree herein will also carry— 


1. A provision for costs, awarding against the defendants to the 
plaintiff its taxable costs and disbursements including the costs and dis- 
bursements of the reference, all which must be taxed before the decree is 
presented for signature, and 

2. Inasmuch as the objective of the Court in causes of this kind is to 
work out a modus vivendi under which the parties may engage in fair com- 
petition with each other, a provision that either party may have the right 
to apply to the Court at the foot of the decree, at any time after a year 
from the date of the entry thereof has elapsed—on proper notice and on 
such proof as the Court may require—for a modification of the label or 
ticket provisions of the injunction contained in the decree if in the course 
of its operation, during the period of a year, said provisions are claimed 
not to have proved to be reasonably workable commercially. Cf. United 
States v. Swift, 286 U. S. 106, 114, 115, and 


3. To effectuate this, a provision that the Court will retain jurisdiction 
of the cause for said purpose. 


Settle both decrees on five days’ notice. 





CHURCHILL Downs DistiLLiInc Company v. CHURCHILL Downs, 


INCORPORATED 
Kentucky Court of Appeals 
February 11, 1936 


Unrair Competition—Derinirion—Nor Resrricrep to Actuat MARKET 
ComPETITION. 

The term “unfair competition” presupposes competition of some kind. 
However, it is now the tendency of the courts to widen the scope of 
protection in unfair competition and to hold that it is not confined to 
actual market competition. 

Unram Competition—As Basep on INsury TO ComPETITOR. 

Where one passes off his goods, services or business as the goods, 

services or business of another, equity will intervene to protect the good- 
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will and business reputation of the latter from any injury liable to be 

caused thereby. 

Unram Competirion—‘CuurcuiLtt. Downs” as Trape-MarkK ror WHISKEY. 

The use by appellant in its corporate name and as a trade-mark for 

a whiskey of its manufacture of the name “Churchill Downs,” associated 
in case of the trade-mark, with a picture of the racing-track at Churchill 
Downs, Ky., held unfair competition, inasmuch as the right of appellee, 
Churchill Downs, Inc. to the exclusive use of its name is property in a 
qualified sense, which equity will protect. 

Unrair Competition—Svuirs—Derenses—Use or NAME By OTHERS. 

The use of the name “Churchill Downs” by others is no shielding 


defense to appellee’s use thereof. 

In equity. Appeal from Jefferson (Ky.) Circuit Court, in an 
action to enjoin the use of a corporate name. Judgment for plain- 
tiff and defendant appeals. Affirmed. 


Lawrence B. Grauman, of Louisville, Ky., for appellant. 
Carroll & McElwain, of Louisville, Ky., for appellee. 


Opinion of the court by JupGe RicHarpson, affirming. 

In 1933, B. J. Frentz and his associates, decided to engage in 
the whiskey business. To do so, they organized under the law of 
this commonwealth a corporation and named it Churchill Downs Dis- 
tilling Company. No one interested in, or connected with, the cor- 
poration was of the name of Churchill or Downs. The corpora- 
tion’s plant was located in Nelson County, Kentucky, about thirty 
miles from the place of business of Churchill Downs, Inc., Louisville, 
Ky. Thereat, it began to purchase, bottle, label and market whis- 
key, and endeavored especially to market it in Louisville. Its out- 
put in bottles was labeled “Churchill Downs Brand, Straight Ken- 
tucky Bourbon Whiskey, Bottled by Churchill Downs Distilling 
Company, Incorporated, Louisville, Kentucky.” On this label the 
name “Churchill Downs’’ was printed in bold letters; with a 
facsimile of a grandstand easily identified as the grandstand located 
at the racing plant of Churchill Downs, Inc.; in front of the grand- 
stand, on the label, was a race track with horses and jockeys en- 
gaged in a race thereon. 

It is agreed that Churchill Downs Distilling Company and 
Churchill Downs, Inc., are engaged in entirely different lines of 
business—they are not competing corporations—and there is no 
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relation whatever in the products manufactured and sold by the 
former with the character of business conducted by the latter. 

This action was brought by Churchill Downs, Inc., against the 
Churchill Downs Distilling Company for injunctive relief. The 
trial court enjoined it from further bottling whiskey under the label 
carrying the word “Downs,” in conjunction with the name “Chur- 
chill,” excepting whiskey bottled, labeled and on hand ready for 
sale and distribution, and after July 1, 1936, to cease to use the 
word “Downs” with the name “Churchill” as a part of its corporate 
name. 

The Churchill Downs Distilling Company is before us insisting 
that injunctive relief should be denied Churchill Downs, Inc. Its 
insistence, accurately and succinctly stated, is: “There is no actual 
market competition of the products of the corporation; there must 
be competition of some sort in order to make out a case of unfair 
competition and in the absence of competition, the doctrine sought 
by Churchill Downs, Inc., cannot be invoked.” To sustain this 
statement of principles, it cites to us Regent Shoe Mfg. Co. v. 
Haaker, 76 Neb. 426, 4 L. R. A. (N.S.) 447; National Grocery Co. 
v. National Stores Corp., 123 Atl. 740, 95 N. J. Eq. 588 [14 T.-M. 
Rep. 331]; Nims on Unfair Competition and Trade-Marks, 2nd Ed. 
1917, Sec. 374, page 658; Raladam Co. v. Federal Trade Com., 42 
Fed. (2d) 430, 6th Circuit; Federal Trade Com. v. Klesner, 280 
U.S. 19 [19 T.-M. Rep. 483], Atl. 836, 110 N. J. E. 488; Beech- 
nut Packing Co. v. Lorillard Co., 7 F. (2d) 967, affirmed 299 F. 
834 [16 T.-M. Rep. 12, 158]; Borthwick v. Evening Post, 87 Ch. D. 
449; Carroll, et al. v. Duluth Superior Milling Co., 232 Fed. 675, 
8th Circuit Court [6 T.-M. Rep. 385]; Pittsburgh Brewing Co. v. 
Ruben, 3 Fed. (2d) 342 [15 T.-M. Rep. 83]; Ely Norris Safe Co. 
v. Mosler Safe Co., 62 Fed. (2d) 524; Charles Broadway Rouss, Inc. 
v. Winchester, 30 Fed. 706 [14 T.-M. Rep. 159], Cert. denied 45 
Sup. Ct. 92, 266 U. S. 607; Carney Hospt. v. McDonald, 129 
N. E. 442, 227 Mass. 231 [7 T.-M. Rep. 368]. The above cases 
recognize and apply to the facts therein the principles for which 


the distilling company now contends. 
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Another insistence is that it is not selling any goods of related 
character to the business conducted by Churchill Downs, Inc., and 
there not being any actual market competition between its products 
and the business of Churchill Downs, Inc., “there is not any unfair 
competition.” In support of this statement it especially relies on 
Borden Ice Cream Co., et al. v. Borden’s Condensed Milk Co., 201 
Fed. 510, 121 C. C. A. 200 [3 T.-M. Rep. 80]. 

In the cases cited and relied on by Churchill Downs Distilling 
Company, the rule is stated: 


“There must be a real, present, or prospective competition; that is, an 
endeavor to get the same trade from the same people at the same time, and 
that endeavor must on the defendant’s part be unfair.” From this premise 
it argues the proof shows there will be no further use of the label com- 
plained of by reason of the fact that Churchill Downs Distilling Com- 
pany is not confining its business to the manufacture of whiskey and selling 
the same in barrels. 


It is true that the term “unfair competition” presupposes com- 
petition of some kind. And, “the doctrine is usually invoked when 
there is an actual market competition between the analogous products 
of a plaintiff and a defendant and so it has been natural enough to 


speak of it as the doctrine of unfair competition.” 63 C. J. Sec. 


100, p. 389; Colorado Nat. Co. v. Colorado Nat. Bank of Denver, 
36 Pac. (2d) 454 [24 T.-M. Rep. 561]. See cases, supra, cited by 


the distilling company. 


Also, in the past, courts in other jurisdictions have frequently 
refused to enjoin the use of a similar corporate name because there 
was no market competition, in the absence of proof of special 
damages. See Annotation, 66 A. L. R. 964, and Corning Glass 
Works v. Corning Cut Glass Co., 197 N. Y. 173; Borden Ice Cream 
Co. v. Borden’s Condensed Milk Co., supra, and other cases above 
cited by Churchill Downs Distilling Company. 

But the tendency of the courts has been and is to widen the 
scope of protection in unfair competition, and to hold that it is 
not confined to actual market competition. This turn of the deci- 
sions is exemplified by the cases of Standard Oil Co. of New 
Mexico, Inc. v. Standard Oil Co. of California (C. C. A.) 56 Fed. 
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(2d) 978 [22 T.-M. Rep. 363] ; Colorado Nat. Co. v. Colorado Nat. 
Bank of Denver, supra; Wisconsin Elec. Co. v. Dumore Co., 35 
Fed. (2d) 555 [19 T.-M. Rep. 496]. 

The court in Colorado Nat. Co. v. Colorado Nat. Bank of Denver, 
quoting from Standard Oil Co. of New Mezico, Inc. v. Standard Oil 
Co. of California, admirably states the present trend of the courts, 
in these words: 

There was a time in the history of the law of unfair competition when 
it was a debatable question whether a merchant’s good-will indicated by 
his trade-name or trade-mark extended beyond such goods as he sold 
Yale Elec. Corp. v. Robertson (C. C. A. 2), 26 Fed. (2d) 972, 973 [18 
T.-M. Rep. 321], but it is now well settled that the law of unfair competition 
is not confined to cases of actual market competition. If one fraudulently 
sells his goods or his services or his securities as those of another, injury 
may result to the latter, although he is not engaged in the manufacture or 
sale of like goods. Where one passes off his goods, his services, or his 
business as the goods, service, or business of another, equity will intervene 
to protect the good-will and business reputation of the latter from any 
injury liable to be caused thereby. See cases note 1. Indeed, the right to 
protection against the unlawful or unfair use of a corporate name extends 
to all corporations of whatever nature, including corporations not organized 
for pecuniary profit. Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509, 
512 (C. C. A. 6) [15 T.-M. Rep. 1]; Kellogg’s Toasted Corn Flakes Co. v. 
Quaker Oats Co., 235 Fed. 675, 664 [6 T.-M. Rep. 537]; Wall v. Rolls-Royce 
of America, 4th Fed. (2d) 334 [15 T.-M. Rep. 239]. 

The testimony of Frentz, itself, brings this case within the 
ambit of this principle. His testimony, upon which the distilling 
company mostly relies, establishes that its organizers and incorpora- 
tors used the words “Churchill Downs” “because it was a name that 
was known in Kentucky,” and they “‘hoped that the use of this name 
would help extend its sales.’’ The beginning of the use of the name 
“Churchill Downs” in that of the corporation was without the 
knowledge and consent of Churchill Downs, Inc. There was no 
connection whatsoever between the two corporations or those in- 
terested therein. The label on its bottles containing a facsimile of 
the grandstand of Churchill Downs, Inc., a race track with horses 
and jockeys engaged in racing thereon, and newspaper advertise- 
ments, corroborate the testimony of Frentz in which he substantially 
admits that the words “Churchill Downs” were used in the name of 


his corporation with the intent and purpose of his corporation deriv- 


ing a profit in the sale of its products, from the reputation and re- 
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nown of Churchill Downs, Inc. It was not necessary for it to 


show that anyone had actually been misled by similarity in names. 
It was sufficient that its use of the name “Churchill Downs’ was 
likely to produce deception. Newport Sand Bank Co. v. Monarch 
Sand Mining Co., 144 Ky. 7. 

Churchill Downs Distilling Company with confidence amounting 
to faith, relies on the case of Borden Ice Cream Co. v. Borden’s 
Condensed Milk Co., 201 Fed. 510. In Finchley, Inc. v. Finchly 
Company, Inc., 40 Fed. (2d) 736 [19 T.-M. Rep. 406], the court, 
in prefacing its discussion of the Borden case, said: 

In owning a mark which enjoys such trust and confidence in relation 
to one article or place, the owner possesses valuable property in the right 
to use that familiar and popular mark, or name... . He owns a right to 
use the popularity of that mark or name or object for his profit, and to 
prevent its use by others to his detriment. . . . As the court views the 


decisions, this is undoubtedly their trend, whatever may appear to have 
been said to the contrary in such cases as Borden Ice Cream Co. v. Borden’s 


Condensed Milk Co., supra, and similar cases. 

The Borden case was also considered in Standard Oil Co. of 
New Mexico, Inc. v. Standard Oil Co. of Calif., supra, where the 
court said: “Recent, well-considered cases upon the law of unfair 
competition have expanded the narrow rule announced in the Borden 
case to an extent that leads us to conclude that the Borden case is 
out of harmony with the law of unfair competition.” 


We concur 
in this view of the Borden case. 


The evidence plenteously establishes that its use of this name 


actually had an effect on the public to the prejudice of the reputa- 


tion of Churchill Downs, Inc. Its mail was delivered to the office 


of Churchill Downs, Inc.; accounts against it were presented at the 
office of the latter for payment, and shipments of freight directed 
to it were regarded by the employees of the carrier as consigned to 
Churchill Downs, Inc. 


Louisville always has been a great racing center, commencing in 
1839. In 1875, Col. M. Lewis Clark was a spectator at the annual 
running of the English Derby, at Downs, England. Previously, 
and at that time, he was interested in promoting thoroughbred 


racing in this State. He acquired from his uncles, John H. and 
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Hugh Churchill, a tract of land then beyond the limits of the City 
of Louisville. On it, he and his associates constructed buildings, 
customarily connected with race tracks, and a race track. They 
named the racing plant Churchill Downs. In the year 1875, at the 
racing plant, they inaugurated the Kentucky Derby which was 
modeled in general outlines after the English Derby at Downs. Con- 
tinuously since that date, the soil of Churchill Downs has been a 
field of honor of the winners of the Kentucky Derby. Chivalry 
springs from the handsome, polished horse. The Kentucky Derby 
exemplifies Kentucky chivalry. That story began in 1775, when the 
first law-making body of Kentucky met, and “on motion of Daniel 
Boone, leave was given to bring in a bill for improving the breed of 
horses.” It was reactivated when Laurel and Rhododendron were 
the thoroughbreds of the Blue Grass, and was finished in the Ken- 
tucky Derby. The Kentucky Derby is a true reflection—directly 
from the first derby at Epsom Downs. For the Kentuckian it sums 
up all the history of his forbears, their nativity and horses. To it, 
annually, pilgrimages are made from distant shores. The elite 
captains of industry with the occupants of cabins, from every sec- 
tion of our country, attend it, yet in them thereat is the democracy 
of peers. From the world’s viewpoint, the Kentucky Derby at 
Churchill Downs and the English Derby at Downs are the out- 
standing events of the turf, not so much in comparison, for all turf 
events are interrelated, but because of their significance. The re- 
nown of the Kentucky Derby is in every country. Each year the 
royal blood of the world’s turf competes thereat. It is never over. 


for it sums up daily, “the lives and fortunes of all the gallant horses, 


all the indefatigable labor of breeders, trainers, the skill of jockeys, 
the car of revenues.” The name “Churchill Downs” is inextricably 
interlaced with the origin, history and fame of the Kentucky Derby. 


Indeed, in the esteem of the general public, they are synonyms— 


signifying the classic home of only cultured racers. 
The right of Churchill Downs, Inc., to the exclusive use of the 
name “Churchill Downs” is property in a qualified sense (Stratton 


& Terstegge Co. v. Stiglitz Fur Co., 258 Ky. 678) [25 T.-M. Rep. 
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452], which equity by injunctive relief will protect from another's 
intentional use for the purpose of deriving a profit from its reputa- 
tion, without proof of special damages. Armstrong v. Kelinham, 
1K. L. RB. 198. 

It was not incumbent upon Churchill Downs, Inc., to prove a 
fraudulent intent of the distilling company. As was said in Driver- 
less Car Co. v. Glessner-Thornberry Driverless Car Co., 284 Pac. 
653 [18 T.-M. Rep. 208]: 


The same relief in equity that is given to prevent improper use of a 
trade-name is given for unfair competition, and the same kind of relief is 
afforded to prevent improper use of a corporate name. Fraudulent intent 
need not be shown in either kind of case where the necessary or probable 
effect or tendency of a defendant’s conduct is to deceive the public and 
pass off his goods or business as and for that of the plaintiff, especially 
where the preventive relief sought is against continuance of such conduct. 


38 Cyc. 783, et seq. 

If further relies upon an affirmative defense to the effect that 
the name “Churchill Downs” has been used or registered by others 
a number of times. Therefore, it argues the same may be used by 
it for a different product. To sustain this statement it cites Pabst 
Brewing Co. v. Decatur Brewing Co., 284 Fed. 498, 8th Circuit 
[13 T.-M. Rep. 1]. Its evidence establishes that the name 
“Churchill Downs” has been used by persons and companies other 
than Churchill Downs, Inc., in an entirely different business from 
that of Churchill Downs Distilling Company and of Churchill 
Downs, Inc.; that Levy Bros. engaged in business at Third and 
Market Street, Louisville, Ky., advertised and sold “Churchill 
Downs” hats; “Churchill Downs Post’ No. 2921, at Fourth and 
“M” Street, Louisville, Ky., sold tickets for a “Bingo”; the General 
Tobacco Company registered with the United States Patent Office 
in 1922, the name “Churchill Downs’ for cigars, smoking tobacco 
and leaf tobacco; Levy Bros. registered with the United States 
Patent Office the name “Churchill Downs” for women’s, men’s and 
children’s hats and caps; Abercrombie & Fitch Company, 45th and 
Madison Street, New York City, registered with the United States 
Patent Office the name “Churchill Downs” for walking-stick seats, 


canes, parasols and umbrellas; and it is clearly established that the 
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public had not been induced to buy the goods of the Churchill Downs 
Distilling Company under the belief they were manufactured by 
Churchill Downs, Inc. 

The use of the name “Churchill Downs” by other persons or 
corporations is no shielding defense to the distilling company’s use 
of it. See Standard Oil Co. of Maine v. Standard Oil Co. of New 
York, 45 Fed. (2d) 309 [21 T.-M. Rep. 107]; Atlas Assur. Co. v. 
Atlas Ins. Co., 128 Iowa 228, 235; Celluloid Mfg. Co. v. Cellonite 
Mfg. Co., 82 Fed. (2d) 94; Cohen v. Hinkle, 247 Pac. 1029. 

The pending case does not involve unfair competition in the sale 
of goods, but the unfair appropriation of a business, a corporate 
name—a species of property—with the intent to profit in the sale of 
goods not related in character to the business conducted by Churchill 
Downs, Inc., by the means of the ingenious use of a corporate name 
and the advertisements of its products, to deceive the public and to 
induce it to regard the distilling company’s products, debts, freight 
shipments and mail as those of Churchill Downs, Inc., which clearly 
entitled it to injunctive relief. 

The judgment of the chancellor being in harmony with our views, 
it is affirmed. 


Josepu Tetritey & Company, INc. v. Bay Strate FisHinc Company 


United States Court of Customs and Patent Appeals 


Opposition No. 12,817 
March 23, 1936 


TrapeE-MarKxs—Goops or Same Descriptive Properties. 
Tea and coffee held to have the same descriptive properties as cod 
fish, herring, mackerel and other fish, and especially canned fish. 
[T'rape-M arxs—OpposiTtion—“Tetiey’s Bupcet Tea,” anp “BupGet Spectra.” 
—Non-ConFuictinc Marks. 
The words “Budget Special,’ used as a trade-mark on salted and 
canned fish, held not to be confusingly similar to the words “Tetley’s 
Budget Tea,” use as a trade-mark for tea. 


On appeal from a decision of the Commissioner of Patents, 
affirming the Examiner of Interferences dismissing a trade-mark 
opposition. Affirmed. For the Commissioner’s decision see 24 T.-M. 
Rep. 470. 
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H. J. Jacobi, and Wm. J. Jacobi, both of Washington, D. C., 
for appellant. 

William M. Cushman, of Washington, D. C., and Charles D. 

Woodberry, of Boston, Mass., for appellee. 


GranaM, P. J.: The appellee, Bay State Fishing Company, filed 
its application in the United States Patent Office on January 14, 
1933, for registration of a trade-mark used in connection with the 
sale of “haddock, cod, cusk, hake, pollack, mackerel, butterfish, 
herring, whiting, flounders, sole, bluefish, and catfish, fresh, frozen, 
salted, smoked and in cans.’ The trade-mark sought to be regis- 
tered consists of the two words “Budget Special,” and is commonly 
used in a label together with a representation of a fisherman and a 
fish. 

The appellant, Joseph Tetley & Co., Inc., filed notice of opposi- 
tion to the registration of this mark on April 13, 1983. The grounds 
of opposition are, in brief, that the appellant has been engaged in 
the business of selling tea and coffee from a date long prior to 
January 9, 1933, and that in the sale of such products it has used a 
trade-mark comprising the words “Tetley Budget Tea,” which mark 
has been used in interstate and foreign commerce; that the appellant 
caused to be registered on April 4, 1933, its said trade-mark “Tetley 
Budget Tea” for tea, having, at the same time, disclaimed the word 
‘Tea” apart from its mark as shown in its application; that the ap- 
pellant has expended large sums of money in advertising its mer- 
chandise and the aforesaid mark, and has created a very material 
good-will for its business. 

The opposer-appellant also alleged that the goods of the respec- 
tive parties were of the same descriptive properties, and that the 
appellant will be damaged by the registration which is sought by the 
appellee. It is also alleged that confusion in trade will result. The 
applicant-appellee answered the notice of opposition, admitting the 
registration of the opposer’s mark but denying the other allegations 
of the notice of oppostion. 

In connection with the application for registration of appellee, 
a disclaimer was filed in the Patent Office disclaiming the word 


“Special” apart from the mark shown in the drawing. Both the 
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marks of applicant and opposer are printed in plain block type, 
without further ornamentation or special features. No evidence was 
taken by either party. The Examiner of Interferences held that 
“the difference between the goods when combined with the difference 
between the marks taken in their entireties, as used by the parties, 
are sufficient to make it seem that confusion in trade is not reason- 
ably likely.” The opposition was dimissed and registration granted. 
The Commissioner of Patents, on appeal, held that the goods of the 
parties were not of the same descriptive properties, and further 
stated, “it might again be stated that the marks also bear sub- 
stantial differences. These differences in the goods, when coupled 
with the differences in the marks, are deemed fatal to the opposer’s 
case.” 

The opposer, now the appellant, has appealed from the decision 
of the Commissioner of Patents. 

It must first be considered whether the goods of the parties are 
of the same descriptive properties. The argument is made that fish 
in packages, or fresh, are so different in their method of handling 
and sale and appearance that no purchaser would likely be deceived 
and confused by their similarity to tea, bearing a similar mark. How- 
ever, it will be observed that in the appellee’s application for regis- 
tration, the registration is not confined alone to fresh fish or fish in 
packages, but extends to fish in cans. It is true that counsel for 
appellee in this court, in their brief, have attempted to disclaim the 
registration as to the words “‘in cans’ and have attempted to waive 


any advantage which might be had from those words in appellee’s 


application. We are aware of no practice or statutory provision by 
I : 


which such a disclaimer may be now made in this court. While such 
a disclaimer might be operative as an estoppel in equity under some 
circumstances, there is but one method of disclaimer which is 
effectual as to the preceedings in the Patent Office of which we are 
aware, and that is by the filing of a disclaimer in that office. No 
showing is made that this has been done, either by the record or 
otherwise. We must, therefore, take the application for registration 
as it appears in the record before us, and, as such, it includes fish in 


cans. 
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Fish, generally, are food products, and are commonly sold in 
stores and delicatessens where tea is also sold. This is especially 
true of fish in cans, and it is believed that confusion might reason- 
ably result in the mind of the purchaser where canned tea and fish, 
especially canned fish, were exhibited for sale side by side. 

In Revere Sugar Refinery v. Joseph G. Salvato, 18 C. C. P. A. 
(Patents) 1121, 48 F. (2d) 400 [21 T.-M. Rep. 192], we considered 
a trade-mark consisting of the word “Revere” for use on certain 
meat products, canned vegetables, canned fish, and other grocery 
products, registration for which was opposed by the owner of a 
trade-mark “Revere” used on sugar. We held that the goods of the 
parties were of the same descriptive properties, and sustained the 
opposition. 

In California Packing Corporation v. Tillman & Bendel, Inc., 
17C.C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238], 
coffee was held to be goods of the same descriptive properties as 
fruits and vegetables, canned, dried, and preserved ; pork and beans, 
pickles, mustard, and sardines. In this connection, see also Cali- 
fornia Packing Corporation v. Halferty, 295 Fed. 229 [14 T.-M. 
Rep. 281]. 

We are of opinion, therefore, that the Commission is in error in 
his finding “that fish and tea are not goods of the same descriptive 
properties.” 

We come next to a consideration of the respective marks of the 
parties. These marks are “Budget Special” and “Tetley Budget 
Tea.” While the words “Special” in the one mark, and “Tea” in the 
other, are disclaimed, these words, of course, will appear in the 
mark as used, and the mark must be considered as a whole. Estate 
of P. D. Beckwith, Inc. v. Commissioner of Patents, 252 U. S. 538, 
545 [10 T.-M. Rep. 255]; In re Parfumerie Roger & Gallett, 24 F. 
(2d) 698, 57 App. D. C. 267; Armour & Co. v. Louisville Provision 
Co., 288 Fed. 42, 46 [13 T.-M. Rep. 44]. 


In considering the mark of the opposer, the name “Tetley” is 


to be given as much force and effect as any other part of the mark. 
Columbia Mill Co. v. Alcorn, 150 U. S. 460, 466. 
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A case of particular interest in this connection is John Morrell 
& Co. v. Hauser Packing Co., reported in 20 F. (2d) 713 [12 T.-M. 
Rep. 411]. The two marks in question in that case were ‘“Hauser’s 
Pride,” as a brand for a high grade of hams and bacon, and the 
word “Pride” used in combination, such as “Morrell’s Pride,” “Mor- 
rell’s lowa Pride” and “Morrell’s Dakota Pride.” The owner of the 
Morrell mark contended that its actual trade-mark was the word 
‘“Pride.’”’ The court was of opinion that as the mark was used in a 
combination of both words, the court would so consider it, giving 
equal prominence to both words and not ignoring either. 
In the consideration of the question whether confusion would be 
likely to result from the registration of the appellee’s trade-mark, 


it is proper to consider the circumstances under which the goods are 


and will be sold, together with the mark, in determining that ques- 


tion. Although we are of opinion that fish and tea, generally speak- 
ing, are goods of the same descriptive properties, especially if the 
fish are of the canned variety, there is a considerable difference in 
the character of fish and tea, so that it is likely that less confusion 
might arise in the sale of these products than if the goods were more 
closely related, such, for instance, as coffee and tea, or cocoa and 
tea. The marks applied to these products are such as would lessen 
the liability of confusion. In the one case, the mark is “Budget 
Special” upon fish. In the other, it is “Tetley Budget Tea” on a 
package of tea. The only similarity between these marks is the 
use of the word “Budget.’’ There is nothing to indicate that any 
more importance is to be attached to the use of the word “Budget” 
than to any other part of the mark. In the mark on tea, the cer- 
tificate of registration shows the name “Tetley” to be composed of 
larger type than the words “Budget” and “Tea.” If more im- 
portance is to be given to one word of a mark than another, it would 
seem, on this account, to be attachable to the word “Tetley.” 
Taking into consideration the differences in the marks and the 
dissimilarity of the goods on which the respective marks are used, we 
are of opinion that the registration of the mark “Budget Special” 


will not be likely to cause confusion or mistake in the mind of the 
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public, and that the appellee is entitled to have its mark registered. 
The Duro Pump & Mfg. Co. v. Thomas Maddock’s Sons Co., 17 
C. C. P. A. (Patents) 785, 36 F. (2d) 1005 [20 T.-M. Rep. 54]; 
E. Daltroff & Cie v. V. Vivaudou, Inc., 19 C. C. P. A. (Patents) 
715, 58 F. (2d) 536 [21 T.-M. Rep. 632]; Vick Chemical Co. v. 
Central City Chemical Co., 22 C. C. P. A. (Patents) 996, 75 F. (2d) 
517 [25 T.-M. Rep. 179], and cases therein cited; Gerstendorfer 
Bros. v. United Supply Co., 58 App. D. C. 192, 26 F. (2d) 564 [18 
T.-M. Rep. 301}. 

The appellee contends that the mark of the appellant, “Tetley 
Budget Tea,’ was not entitled to registration, because the word 
“Budget” was misdescriptive. 











This is but another way of asserting 
that the said registration of the appellant is invalid. It has been the 
unvarying rule in this court that we will not inquire into this matter 
in an opposition proceeding. Daltroff & Cie v. V. Vivaudou, supra; 
Sharp § Dohme v. Parke, Davis & Co.., 17 C. C. P. A. (Patents) 
842, 87 F. (2d) 960 [20 T.-M. Rep. 79]. 

The decision of the Commissioner of Patents is affirmed, in so 
far as it affirms the decision of the Examiner of Interferences in 
dismissing the opposition, and permitting registration of appellee's 
mark. 








Buianpb and Hartrie.p, Judges, dissent. 
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Non-Conflicting Marks 
Spencer, F. A. C.: 





This is a case in which both parties have 
appealed from a decision of the Examiner of Trade-Mark Inter- 
ferences in an opposition proceeding. 













The applicant seeks to 
register the notation “Quikmix” for use on biscuit flour and the 
opposer bases its case upon its alleged prior use of the notation 


“Bisquick”’ on the same goods. The Examiner dismissed the op- 


position on the ground that the two notations are not confusingly 
similar but refused registration to the applicant on the ground that 
its notation “Quikmix’’ is descriptive. 

Passing first upon the opposer’s appeal, I am constrained to the 
view that there is no confusing similarity between the notations. 
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It is true that each contains the descriptive word “‘Quick” although 
in the applicant’s mark the word is phonetically spelled “Quik.” 
Beyond this, however, I am unable to distinguish any points of 
similarity. Certainly, the prefix “Bis’’ and the suffix “Mix” are dis- 
similar and, as used in the notations here involved, serve, in my 
opinion, to distinguish the terms from one another to the point of 
avoiding the likelihood of confusion. It is true that the opposer 
seeks to prove instances of actual confusion but it is my belief that 
these can be traced to the similar manner in which the parties con- 
duct their premium campaigns rather than to any confusing similar- 
ity between the marks themselves. In other words, this is not the 
type of confusion which the trade-mark acts contemplate and seek 
to prevent. When products are attended by widespread sales 
promotion schemes seeking to persuade housewives to send in labels 
and cartons, it is fair to assume that the instigator of such a scheme 
will receive a great many labels and cartons that are not its own. 
That is all that has happened in the case at bar. 

In passing, it may be observed that one of the cases upon which 
the opposer mainly relies is Kraft-Phenix Cheese Corporation v. 
R. E. Robertson, Inc., 9 Fed. Supp. 125 [25 T.-M. Rep. 119], 24 
U.S. P. Q. 107, in which the Court granted a preliminary injunc- 
tion against the use of the name “Wonder Mix” in view of the 
plaintiff's prior use of the name “Miracle Whip” for the same goods, 
even though the plaintiff had introduced no evidence of deception. 
The opposer relies on this case because, according to the opposer, 
it holds that the substitution of the word “Whip” for “Mix” does 
not avoid confusing similarity. A reading of the case discloses that 
the suit was for unfair trade and competition and that the Court 
relied mainly upon points of similarity between the labels such, for 
instance, as the border, the script and the color thereof, and the 
like, in granting the injunction. Under the circumstances the 
decision is obviously not decisive on the point for which it is cited 
by the opposer. 

The remaining question to be decided is whether the term 


“Quikmix” is descriptive and on this point, for reasons fully set 
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forth in opposition proceeding No. 13,335 between Hershey Cho- 
colate Corporation v. Commercial Milling Company, decided on this 
same date, I am of the belief that the notation is descriptive and 
must for that reason be refused registration. 


The decision of the Examiner of Trade-Mark Interferences is 
affirmed.’ 

















Frazer, A. C.: This is an appeal from the Examiner of Trade- 


Mark Interferences, who dismissed the petition of Kellogg Company 
seeking cancellation of a registration issued June 28, 1932, to 


General Mills, Inc., of the word “Biskies’” as a trade-mark for 
biscuit flour. 


Having taken no testimony, registrant is restricted to its filing 


date, namely, 'ebruary 29, 1932. In the petition for cancellation 


appellant alleges use of the word “Krispies’” as a trade-mark for 
cereal breakfast foods since April 20, 1927, and registration of 
such mark October 18, 1927. 










No question has been raised as to 
whether or not the goods of the respective parties possess the same 


descriptive properties, nor is there any controversy regarding dates 
of first use; so that the only point to be considered is the alleged con- 
fusing similarity of the marks. 

Petitioner’s evidence for the most part relates to various other 
trade-marks used in its extensive business, the registration pleaded 
being referred to but casually and by only one witness. 











During the 
taking of the testimony counsel stated that “‘at the proper time” he 


would move to amend the petition “‘so as to set up any and all regis- 
trations that have been offered in evidence today, that were not 
pleaded”; but the promised motion was never made, and as timely 
objection was taken to all such evidence it must be disregarded. It 
is also to be noted that the registration pleaded in the petition is not 


for the single word “‘Krispies” as there alleged, but for the com- 
posite mark “Corn Krispies.” 







Furthermore, it is quite clear from 
the record that petitioner has never used the word “Krispies” alone 
as a trade-mark for any of its products. 


1General Mills, Inc. v. Commercial Milling Co., Opp’n No. 13,347, 28 
U. S. P. Q. 231, December 14, 1935. 
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The question then is, will the concurrent use of “Biskies”’ on bis- 
cuit flour, and “Corn Krispies” on cereal breakfast food, confuse 
purchasers and thereby damage petitioner? I am clearly of the 
opinion that there is no reasonable likelihood of such confusion, and 
that the decision appealed from should be affirmed. 

A case very closely in point is that of Yeasties Products, Inc. v. 
General Mills, Inc., 25 U.S. P. Q., 893, 77 Fed. (2d) 523, decided by 
the Court of Customs and Patent Appeals since this appeal was 
taken. That was an opposition proceeding in which the marks in- 
volved were ““Yeasties” and “Wheaties,” both used on cereal break- 
fast foods; and a decision of the Commissioner of Patents sustaining 
the opposition was reversed. In the course of its opinion the 
Court said: 

It is perfectly obvious that, with the exception of the suffix “ies,” the 
marks differ greatly. More than that, when considered as a whole, they dif- 
fer considerably in appearance, sound, and meaning. The mark “Yeasties,” 
of course, suggests a yeast product; whereas, the mark “Wheaties,” as 
stated by the witness Stilson, who testified for appellee, suggests a product 
in which wheat is the principal element. 

So here, the only similarity between registrant’s mark and peti- 
tioner’s lies in the suffix “‘ies’’ and the vowel sound of the syllables 
“krisp” and “bisk.” Also the two marks, viewed in their entireties, 
convey wholly different meanings. ‘Corn Krispies” clearly sug- 
gests a corn product having the quality of being crisp, while 
“Biskies,”’ especially when applied to a biscuit flour, just as clearly 
suggests biscuits. Moreover, assuming the two articles to possess 
the same descriptive properties, it is quite manifest that their 
specific differences are much greater than were those of the goods 
considered in the cited case, which fact must, of course, be given some 
weight in passing upon the question of probable confusion. 

I am convinced that the decision of the Examiner of Trade-Mark 
Interferences is without error, and it is accordingly affirmed.’ 


Non-Conflicting Marks 


Frazer, A. C.: The opposition of the Kroger Grocery & Baking 
Company to the registration of a trade-mark by Blue Earth Canning 


2 Kellogg Company v. General Mills, Inc., Canc. No. 2,666, 28 U. S. 
P. Q. 109, December 31, 1935. 
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Company was sustained by the Examiner of Trade-Mark Inter- 
ferences, and applicant appeals. 

Applicant’s mark is “Country Kist’’; that of opposer, “Country 
Club.” Both are used on canned vegetables, and opposer’s earlier 
use is not questioned. The only point in controversy between the 
parties is whether their trade-marks are confusingly similar. If they 
are the opposition was properly sustained; if they are not it should 
be dismissed. 

The major portion of applicant’s brief is devoted to the proposi- 
tion that the word “country” has been so widely used as a part of 
trade-marks for canned foods that it has become public property 
and is not subject to exclusive appropriation, and that the question 
of probable confusion should therefore be determined from a com- 
parison of the words “club” and “kist.” In the view I take of the 
case it is not deemed necessary to discuss this point other than 
to observe that the marks must be considered in their entireties and 
may not be dissected for the purpose of comparison. This rule has 
been so frequently announced by the Court of Customs and Patent 
Appeals that it is no longer open to argument. Yeasties Products, 
Inc. v. General Mills, Inc., 77 Fed. (2d) 528, 25 U.S. P. Q. 898. 


Thus considering the marks here involved I find no difficulty in 


holding that they are not confusingly similar. Both are of such 


a nature that the whole of each must be read or pronounced in order 
to convey any definite meaning. “Country Club,” in the abstract, 
describes a particular type of club, and connotes sophistication, ex- 
clusiveness and smartness. “Country Kist,” on the other hand, sug- 
gests rural freshness and native simplicity. In other words, the 
mental pictures associated with the two expressions are almost ex- 
actly opposite. Moreover, the appearance of the sound of the marks 
as a whole are, in my opinion, sufficiently different to insure against 
any reasonable likelihood of confusion. 

In conclusion it is to be noted that these two marks had been in 
concurrent use in the same territory for six years at the time testi- 
mony was taken, and yet, so far as the record discloses, opposer was 
unable to produce any evidence of actual confusion. This circum- 


stance is persuasive that no confusion exists and that none is likely 
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to occur. Purex Corporation v. United Drug Co., C. C. P. A., 67 
Fed. (2d) 918, 20 U. S. P. Q. 69; Patton Paint Co. v. Sunset Paint 
Co. (Court of Appeals, D. C.), 290 Fed. 326. 

For the reasons indicated the decision of the Examiner of Trade- 
Mark Interferences is reversed.° 


Part of Mark 


Spencer, F. A. C.: The applicant herein appeals from a deci- 
sion of the Examiner of Trade-Marks denying registration of a 
mark shown on the drawing as two groups of two rectangles, the 
groups being widely separated and symmetrically disposed with 


reference to vertical and horizontal axes, the upper rectangle in 


each group being colored gold and the lower rectangle in each group 
being colored blue. 

In the specimens submitted, the rectangles comprise lateral 
border portions of labels and are connected by red lines at the top 
and the bottom of the label which thus form a setting for the picture 
of a skipper at the wheel of his vessel, surrounded by narrow yellow 
panels for the reception of descriptive matter. 

Since it does not appear that the rectangles shown on the draw- 
ing have ever been used otherwise than in connection with the other 
features as shown in the specimens submitted, it is evident that the 
applicant seeks to register only a fragmentary part of the mark as 
used. To register mutilated marks, leaving off features just as 
prominent as those presented for registration, would lead to erratic 
results and endless confusion. There is no authority for registering 
a part of a mark, and to permit it to be done would be to falsify the 
record and mislead the public as to the mark actually in use. Author- 
ity for refusing such registration is to be found in the following 
cases: Ex parte Waldes & Co., 124 M. D. 833 [8 T.-M. Rep. 240]; 
Ex parte Manhattan Electrical Supply Co., 129 M. D. 216 [9 T.-M. 
Rep. 824]; Ex parte Armand Company, 181 M. D. 64 [9 T.-M. 
Rep. 429]; In re Estate of P. D. Beckwith, Inc. v. Commissioner 
of Patents, 247 O. G. 613 [10 T.-M. Rep. 255]; 40 Sup. Ct. Rep. 
414; Ex parte Brooklyn Shield & Rubber Co., 185 M. D. 183 [10 


8’ Kroger Grocery & Baking Company v. Blue Earth Canning Company, 
Opp’n No. 12,589, 28 U. S. P. Q. 111, January 7, 1936. 
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T.-M. Rep. 438]; Ex parte Hygienic Products Co., 156 M. D. 895, 
14 U.S. P. Q. 80; bill in equity under Sec. 4915 R. S. dismissed by 
Supreme Court of the District of Columbia, February 8, 1935. 

Moreover, I am entirely in agreement with the Examiner that 
this application is informal in a number of particulars. The mark 
is indefinitely described in the following manner: 


The trade-mark comprises two laterally spaced groups, each of two 
block-like portions of contrasting color. At present the lower block of 
each group is blue and the upper group a light yellow. 

The drawing is lined for contrast. 

To relate that the mark “comprises” certain features is not 
sufficient. The description must completely and clearly describe 
the mark and must be unequivocal and definite. To relate that cer- 
tain features are “of contrasting color” or that certain of the fea- 
tures are “at present” of a particular color is too indefinite, conveys 
no adequate impression of the mark and cannot be permitted. If 
the applicant does not claim color, it should specifically say so, and, 
if color is claimed, the particular color or colors should be definitely 
recited. In support see: Ex parte Gotham Silk Hosiery Co., Inc., 
20 F. (2d) 282 [16 T.-M. Rep. 133], 366 O. G. 4, 151 M. D. 112; 
Ex parte Johns Manville, Inc., 2 F. (2d) 944 [14 T.-M. Rep. 34], 
331 O. G. 488; The Pollak Steel Co. v. Calumet Steel Co., 146 
M. D. 371. Also, the applicant must submit labels bearing the 
stamp of approval of the Bureau of Animal Industry. This re- 
quirement rests upon a comity of action between the Patent Office 
and the Department of Agriculture. Ex parte Dunlevy Packing 
Company, 145 Ms.D. 102. 

The decision of the Examiner of Trade-Marks denying regis- 

tration, as presented, is affirmed.* 


Res Adjudicata 
Frazer, A. C.: This is a proceeding instituted by Treitis Com- 
pany of America seeking cancellation of registration No. 78,481, 
issued to Giovanni Aquino in 1910, and renewed in 1930 to John 
Aquino, Inc. From a decision of the Examiner of Trade-Mark In- 
terferences recommending cancellation registrant appeals. 


4Ex parte Kingnan & Co., Inc., Ser. No. 354,758, 28 U. S. P. Q. 32, 
December 14, 1935. 
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Registrant’s trade-mark is the notation “Est Est Est,” said to be 
of Italian derivation, and meaning in English “‘it is, it is, it is.’ The 
mark is used on wine, of which it was held to be descriptive and 
hence subject to cancellation. 

No testimony was taken by either party. Certain documents 
were filed under Rule 154 (e), but I cannot find among them any 
competent evidence that registrant's mark is descriptive of its 
goods, nor were they relied on by the Examiner. His decision ap- 
pears to be based exclusively upon an interlocutory order entered by 
Judge Patterson of the United States District Court for the South- 
ern District of New York, in an equity suit pending in that court be- 
tween the petitioner in this proceeding, as plaintiff, and C. & A. 
Import Corporation and the Collector of the Port of New York, as 
defendants (See 22 U. S. P. Q. 249). The order was upon certain 
motions filed by the parties, and recited various facts disclosed by the 
motion papers from which Judge Patterson reached the conclusion 
that the trade-mark here involved is descriptive of a wine produced 
in the vicinity of Montefiascone, Italy. 

Even were the registrant a party to that suit, which it is not, 
Judge Patterson’s order would be competent to prove nothing ex- 
cept that it was entered, and that fact is wholly immaterial in the 
present proceedings. 

I do not agree with registrant’s contention that descriptiveness of 
a trade-mark in a foreign country is of itself insufficient to invalidate 
its registration here, but I do agree that petitioner has failed to prove 
registrant's mark to be descriptive in any country. 


The other point to be considered is whether the petition for can- 


cellation states facts sufficient to authorize the relief sought, as- 


suming all of its averments to be true. The alleged grounds for 


cancellation are there stated as follows: 


That the mark should never have been registered by the Patent Office, 
as it consists solely of a name of a species or kind of wine which has been 
well known for hundreds of years. 

It is further alleged that the wine known as “Est Est Est” has been 
produced by many firms and at the present time is so being produced by 
at least ten different firms in Italy. 

It is further alleged that the appellation “Est Est Est” is of historical 
origin and bibliographical proof of this is attached hereto. 
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It is further alleged that the registered mark may interfere with the 


importation of the complainant’s goods into this country to the damage of 
the complainant. 


In McIlhenny’s Son v. New Iberia Company, 30 App. D. C. 387, 
the court said: 


The right of the petitioner to intervene was dependent upon a showing 
of interest. The statute does not contemplate that anyone may petition 
the Commissioner to cancel a trade-mark regularly registered, but it does 
provide that anyone who “shall deem himself injured” may do so. The 
petition, therefore, must contain a statement of fact on this jurisdictional 
question, sufficiently full to show that the petitioner has been injured by the 
registry of the mark he seeks to have canceled; and this fact must not be 
left to conjecture, but must affirmatively appear. 

Applying this language to the pleading above quoted I am unable 
to find any “statement of fact .... to show that the petitioner has 
been injured.” It may be true that “Est Est Est” is the name of a 
wine produced by many firms in Italy, and all those firms may be 
damaged by the registration sought to be canceled, but that does 
not concern petitioner. Unless it has some interest in the matter 
greater than that of the general public, or that of a mere intermed- 
dler, the statute confers on it no right to maintain this proceeding. 
United Shoe Machinery Corporation v. Compo Shoe Machinery 
Corporation (C. C. P. A), 56 Fed. (2d) 292, 12 U. S. P. Q. 246 
[22 T.-M. Rep. 160]. And if it has such an interest, that fact can- 


not be ascertained from its position. The allegation “that the regis- 


tered mark may interfere with the importation of the complainant’s 
goods”’ is totally insufficient, for, aside from its being a mere con- 
clusion, there is no statement in the petition as to what the com- 
plainant’s goods are. For all that appears they may be household 
furniture or automobile tires. 

In my opinion the petition for cancellation is so utterly deficient 
as to confer no jurisdiction on the Commissioner of Patents of the 
cause of action therein attempted to be set forth. 

For the reasons stated the decision of the Examiner of Trade- 
Mark Interferences is reversed, and the petition for cancellation is 
dismissed.” 


5 Treitis Company of America v. Giovanni Aquino, Canc. No. 2696, 28 
U. S. P. Q. 297, February 8, 1936. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
Kuropean countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
compiete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unoflicial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. ‘These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 


